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NONFINAL OFFICE ACTION

 

Response deadline.  File a response to this nonfinal Office action within three months of the “Issue 
date” below to avoid abandonment of the application. Review the Office action and respond using one 
of the links to the appropriate electronic forms in the “How to respond” section below.

Request an extension.  For a fee, applicant may request one three-month extension of the response 
deadline prior to filing a response. The request must be filed within three months of the “Issue date” 
below. If the extension request is granted, the USPTO must receive applicant’s response to this letter 
within six months of the “Issue date” to avoid abandonment of the application.

Issue date:  December 13, 2023

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant 
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must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 
2.65(a); TMEP §§711, 718.03.
 
SUMMARY OF ISSUES:
 

Domicile Address Required: Foreign Applicant with Unacceptable Type of Foreign 
Address - “Care of” 

•

Identification of Goods and Services Amendment Requirement•
Particular Goods & Services Exceed Scope of Foreign Registration - ID Identical for Both 
Bases - §1 & §44 Dual Bases  

•

Name Inquiry/Statement•
Disclaimer Requirement - "STUDIOS"•

 
SEARCH OF USPTO DATABASE OF MARKS
The trademark examining attorney has searched the USPTO database of registered and pending marks 
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d). 15 
U.S.C. §1052(d); TMEP §704.02.
 
However, in order for the mark to be registrable, applicant must respond to the following 
requirement(s):
 
REQUIREMENT(S) 
 
FOREIGN APPLICANT WITH UNACCEPTABLE TYPE OF FOREIGN ADDRESS - “CARE 
OF” - DOMICILE ADDRESS REQUIRED 
Domicile address cannot be accepted.  Applicant must provide its current domicile street address 
because the domicile address of record identifies an in “care of” (or “c/o”) another party’s foreign 
address, which is not an acceptable type of domicile address for a juristic applicant.  TMEP 
§601.01(c)(i).  That is, this address does not identify applicant’s principal place of business.  See 37 
C.F.R. §§2.2(o)-(p), 2.11(b), 2.189; TMEP §601.01(c)(i).  All applications must include an applicant’s 
domicile address.  See 37 C.F.R. §§2.32(a)(2), 2.189; TMEP §803.05(a).  In addition, all applicants 
domiciled outside the United States must be represented by a U.S.-licensed attorney.  37 C.F.R. 
§2.11(a); TMEP §601.
 
Response option(s)
 
Applicant must provide an acceptable domicile street address; that is, the location of applicant’s 
headquarters where its senior executive or officers ordinarily direct and control applicant’s 
activities. See 37 C.F.R. §§2.2(o)-(p), 2.11(a)-(b), 2.32(a)(2), 2.189; TMEP §§601.01(a), 803.05(a).
 
If applicant cannot provide a domicile street address due to an extraordinary situation, applicant may 
file a petition to the Director to request the Director waive this requirement.  See 37 C.F.R. 
§§2.146(a)(5), 2.148; TMEP §1708.01.  The petition must include the required fee as well as (a) a 
verified statement of facts explaining the extraordinary situation, and (b) the state, or foreign 
equivalent, and country of applicant’s domicile, to determine whether applicant must be represented by 
a U.S.-licensed attorney.  See 37 C.F.R. §§2.11(a)-(b), 2.146(c)(1); TMEP §1708.01.  However, filing a 
petition is not considered a response to an Office action.  See 37 C.F.R. §2.146(b); TMEP §1705.06.  
Applicant must still file a timely response to this Office action to avoid abandonment of the 
application.  The response should indicate that a petition has been filed, specify the reason(s) for filing 
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the petition (i.e., to request a waiver of the domicile address requirement), and request suspension of 
the application pending disposition of the petition.  See TMEP §§716.02, 716.02(l), 1705.06.
 
Instructions for responding
 
To provide applicant’s domicile street address.  After opening the correct Trademark Electronic 
Application System (TEAS) response form and entering the serial number, (1) answer “yes” to question 
5 and click “Continue;” (2) on the “Owner Information” page, in the “Domicile Address” fields, 
uncheck the box stating the domicile and mailing address are not the same; and (3) below the checkbox 
provide applicant’s domicile street address.  The address provided in the “Domicile Address” fields 
will be hidden from public view.  However, any street address listed in the “Mailing Address” fields 
will be publicly viewable.
 
If applicant has no fixed physical address, applicant may provide the full name, title, and 
domicile street address of an individual with legal authority to bind applicant (e.g., an officer, if a 
corporation, or a partner, if a partnership).  TMEP §601.01(c)(iv)(A); see 37 C.F.R. §§2.2(o)-(p), 
2.11(b), 2.189.  This domicile street address is the location where the person with such authority resides 
and intends to be the person’s principal home.  See 37 C.F.R. §§2.2(o)-(p), 2.32(a)(2), 2.189; TMEP 
§803.05(a). 
 
To provide the full name, title, and domicile street address of an individual with legal authority to 
bind applicant, after opening the correct TEAS response form and entering the serial number, (1) on 
the next page answer “yes” to question 5 and click “Continue;” (2) on the “Owner Information” page, 
check the box to indicate the owner’s domicile address and mailing address are not the same; and (3) 
enter this individual’s domicile street address in the “Domicile Address” fields, check the box below 
the “Zip/Postal Code” field that states “Check this box ONLY if the owner is a juristic entity (e.g., a 
partnership, corporation, or LLC) that has no fixed physical address.” and enter into the “Name and 
Title” field the full name and title of this individual.  The domicile street address entered for this 
individual will be hidden from public view.
 
IDENTIFICATION OF GOODS & SERVICES AMENDMENT 
Much of the identification is acceptable.  However, several segments in the identification of goods and 
services are indefinite and must be clarified because they do not adequately describe the nature of the 
goods and services (see examining attorney's suggestion below). See 37 C.F.R. §2.32(a)(6); TMEP 
§1402.01.
 
Note: All Joey Drew Studios, Inc. companion applications have the same exact segments in the 
identification of goods and services. However, some applications had some segments in a slightly 
different order. The order of segments is now identical for consistency purposes and ease of reference. 
 
Applicant must amend this wording to specify the common commercial or generic name of the goods 
and/or services. See TMEP §1402.01. If the goods and/or services have no common commercial or 
generic name, applicant must describe the product, its main purpose, and its intended uses 
and/or describe or explain the nature of the services using clear and succinct language. See id.
 
Applicant may adopt the following identification, if accurate:
 
Class 009 (Use, Intent, 44e):
(Based on intent-to-use) Cases adapted for mobile phones;



 
(Based on use in commerce) downloadable computer game software for use on mobile and cellular 
phones;
recorded computer game programs;
downloadable computer games programs;
downloadable and recorded interactive multimedia computer game programs;
downloadable video game programs and software;
recorded video game programs and software
downloadable and recorded video game software for use with home video game consoles;
video game discs;
 
Class 014 (Intent, 44e): 
Clocks;
key chains.
 
Class 016 (Intent, 44e): 
Paper notebooks;
printed posters;
stickers;
_____ (specify type, coffee table, sketch) books;
printed colouring books;
printed novels;
printed graphic novels.
 
Class 018 (Intent, 44e): 
Backpacks, book bags, sports bags, bum bags, wallets and handbags.
 
Class 020 (Intent, 44e): 
Pillows
 
Class 021 (Intent, 44e):
Mugs; travel mugs.
 
Class 025 (Intent to Use only): 
Shirts; sweat shirts; t-shirts; pants; socks; hats.
 
Class 026 (Intent, 44e):
Novelty buttons;
ornamental novelty pins.
 
Class 028 (Intent, 44e):
Toy spinners, namely, spinning fidget toys, tops;
fidget toys; plush toys; stuffed toys;
collectable toy figures;
toy figures and accessories for use therewith;
molded plastic toy figurines;
dolls.
 
035 (Intent, 44e): 



Online retail store services featuring toys and clothing.
 
IC 041 (Use, Intent, 44e): 
(Based on intent-to-use)
entertainment services, namely, development of television programs;
distribution of television programs for others;
production of animated television programs;
distribution of animated television programs for others;
production of movies, television shows, and short films;
 
entertainment services in the nature of development, creation, production, distribution, and post-
production of motion pictures;
 
entertainment services in the nature of development, creation, production, distribution, and post-
production services of multimedia entertainment content, namely, television series and documentaries;
 
entertainment services in the nature of an animated and live action television series;
entertainment services in the nature of non-downloadable television shows and movies transmitted via 
the internet;
providing educational information in the field of television programming;
providing entertainment information in the field of television programming;
production of animated movies; television programming; television show production;
 
entertainment services, namely, providing an ongoing multimedia cartoon program series featuring 
an animated character distributed via various social media platforms across multiple forms of 
transmission media, including the Internet
 
entertainment services, namely, providing an ongoing multimedia cartoon program series featuring 
an animated character distributed via television and the Internet;
 
(Based on use in commerce)
entertainment services, namely,  providing online video games;
production of video and computer game software;
providing entertainment information in the field of computer games and video games;
 
entertainment services, namely, providing non-downloadable images featuring images of characters 
and scenes from an electronic computer and video game via the internet and wireless networks;
 
entertainment services, namely, providing entertainment information in the nature of non-
downloadable trailers for movies, television shows and video games via a website for others (not a 
service if for applicant’s own trailers) ;
 
entertainment services, namely, production and distribution of animated movies (if not tied to 
production, the distribution of the hard goods that result from the production are not a service and 
belong in the class of the goods themselves, e.g., videotapes, audio tapes, video disks, etc.);
 
entertainment services, namely, providing non-downloadable animated videos and animated films via a 
website;
animation production services.



 
Applicant’s goods and/or services may be clarified or limited, but may not be expanded beyond those 
originally itemized in the application or as acceptably amended. See 37 C.F.R. §2.71(a); TMEP 
§1402.06. Applicant may clarify or limit the identification by inserting qualifying language or deleting 
items to result in a more specific identification; however, applicant may not substitute different goods 
and/or services or add goods and/or services not found or encompassed by those in the original 
application or as acceptably amended. See TMEP §1402.06(a)-(b). The scope of the goods and/or 
services sets the outer limit for any changes to the identification and is generally determined by the 
ordinary meaning of the wording in the identification. TMEP §§1402.06(b), 1402.07(a)-(b). Any 
acceptable changes to the goods and/or services will further limit scope, and once goods and/or services 
are deleted, they are not permitted to be reinserted. TMEP §1402.07(e).
 
For assistance with identifying and classifying goods and services in trademark applications, please see 
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual. See 
TMEP §1402.04.
 
PARTICULAR GOODS & SERVICES EXCEED SCOPE OF FOREIGN REGISTRATION - ID 
IDENTICAL FOR BOTH BASES - §1 & §44 DUAL BASES
Particular wording in the U.S. application’s identification of goods and services has been found to 
exceed the scope of the goods and services in the foreign registration upon which the U.S. application 
relies for a Trademark Act Section 44(e) filing basis. See 37 C.F.R. §2.32(a)(6); TMEP §§1402.06 et 
seq., 1402.07. For a U.S. application based on Section 44(e), an applicant is required to list only goods 
and/or services that are within the scope of the goods and/or services in the foreign registration. 37 
C.F.R. §2.32(a)(6); TMEP §§1012, 1402.01(b). Therefore, this wording is not considered part of the 
identification of goods and services in the U.S. application for the Section 44(e) filing basis, and only 
the remaining wording in the identification is operative for purposes of future amendment for that basis. 
See TMEP §1402.01(b); cf. TMEP §1402.07(d).
 
In this case, the U.S. application identifies the particular goods and services as laid out in the suggested 
identification above.
 
However, the foreign registration identifies fewer goods and services and does NOT cover the 
following goods listed below: 
 
Class 009: Cases adapted for mobile phones
Class 014: key chains
Class 016: _____ (specify type, coffee table, sketch) books; printed colouring books; printed 
novels; printed graphic novels. 
Class 028: fidget toys; stuffed toys; collectable toy figures; toy figures and accessories for use 
therewith; molded plastic toy figurines; dolls.
Class 041: ALL services listed except for the one segment "entertainment services, namely,  
providing online video games"
 
The goods and services above, which are found in the U.S. application, exceed the scope of goods and 
services found in the foreign registration because they do not appear in the foreign registration. Thus, 
the above goods and services in the U.S. application are not acceptable for the Section 44(e) filing 
basis.
 
Applicant may respond to this issue by satisfying one of the following:
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(1)        Limiting the identification of goods and/or services in the U.S. application 

to correspond to the goods and/or services in the foreign registration and not exceeding 
the scope of the initial or acceptably amended identification in the U.S. application, 
and/or deleting from the U.S. application all goods and/or services beyond the scope of 
the foreign registration; or

 
(2)        Deleting the Section 44 basis for the goods and/or services beyond the 

scope of the foreign registration and relying solely on the Section 1 basis for those goods 
and/or services.

 
See 15 U.S.C. §§1051(a)-(b), 1126; 37 C.F.R. §§2.32(a)(6), 2.34(b), 2.35(b); Marmark Ltd. v. Nutrexpa 
S.A., 12 USPQ2d 1843, 1845 (TTAB 1989); TMEP §§806.02, 806.04, 1402.01(b).
 
Additionally, applicant may respond by arguing that these goods and services are within the scope of 
the foreign registration and should remain in the U.S. application.
 
NAME STATEMENT
Applicant must clarify whether the name "JOEY DREW" in the mark identifies a particular living 
individual and, if so, provide this individual’s written consent to register the name.  See 37 C.F.R. 
§2.61(b); TMEP §§813, 1206.03, 1206.04(a).  To register a mark that  includes or comprises the name 
of a particular living individual, including a first name, pseudonym, stage name, or nickname, an 
applicant must provide the individual’s written consent to register the name, personally signed by the 
named individual.  15 U.S.C. §1052(c); TMEP §§813, 1206.03, 1206.04(a).  In the present case, the 
application does not specify whether the name in the mark identifies a particular living individual nor 
does it include a written consent.  See TMEP §§813.01(a)-(b), 1206.04(a), 1206.05.
 
If the name in the mark does not identify a particular living individual, applicant must submit a 
statement to that effect.  TMEP §§813.01(b), 1206.05.  The following format is suggested:  “The name 
shown in the mark does not identify a particular living individual.”  TMEP §813.01(b). 
 
Applicant must also indicate whether anyone named "JOEY DREW" was ever associated with 
goods/services similar to those identified by applicant. 
 
If the name in the mark does identify a particular living individual, applicant must submit both of 
the following: 
 

(1)  A statement identifying the actual name of the individual and indicating that the name in the 
mark identifies this individual.  TMEP §§813.01(a), 1206.04(a). 

 
The following format is suggested:  “The name shown in the mark identifies _____ (specify 
actual name), a living individual whose consent to register is made of record.” 

 
If the name is a pseudonym, stage name, or nickname, the following format is suggested: 
 “JOEY DREW identifies _____ (specify actual name), a living individual whose consent to 
register is made of record.” 

 
(2)  A written consent for applicant to register the name, personally signed by the named 
individual.  TMEP §§813, 1206.04(a). 



 
The following format is suggested:  “I, _____(specify name), consent to the registration of my 
name, JOEY DREW, as a trademark and/or service mark with the USPTO.”
 

For an overview of the requirements for names appearing in marks, and instructions on how to satisfy 
the above requirements using the online Trademark Electronic Application System (TEAS) response 
form, see the Name or Likeness of a Particular Living Individual in a Trademark webpage.  
 
Applicant has a duty to respond directly and completely to this requirement for information.  See In re 
Ocean Tech., Inc., 2019 USPQ2d 450686, at *2 (TTAB 2019) (citing In re AOP LLC, 107 USPQ2d 
1644, 1651 (TTAB 2013)); TMEP §814.  Failure to comply with a requirement for information is an 
independent ground for refusing registration.  In re SICPA Holding SA, 2021 USPQ2d 613, at *6 
(TTAB 2021) (citing In re Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re DTI 
P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003); TMEP §814). 
 
DISCLAIMER REQUIREMENT
Applicant must disclaim the wording “STUDIOS” because it is merely descriptive of an ingredient, 
quality, characteristic, function, feature, purpose, or use of applicant’s goods and/or services.  See 15 
U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 
1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP §§1213, 1213.03(a). 
 
A “disclaimer” is a statement in the application record that an applicant does not claim exclusive rights 
to an unregistrable component of the mark. See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 979-
80, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213. A disclaimer does not physically remove the 
disclaimed matter from the mark or otherwise affect the appearance of the mark. See Schwarzkopf v. 
John H. Breck, Inc., 340 F.2d at 979, 144 USPQ2d at 433; TMEP §1213.
 
The attached dictionary evidence shows this wording means "A studio is a room where radio or 
television programmes are recorded, CDs are produced, or films are made," film-
making or recording companies are also called studios and "a place where films are made or produced."  
Thus, the wording merely describes applicant’s goods and services because it is where programs and 
films are made or produced.
 
Applicant may respond to this issue by submitting a disclaimer in the following format: 
 

No claim is made to the exclusive right to use “STUDIOS” for International Class(es) 009, 
041 apart from the mark as shown.

 
For an overview of disclaimers and instructions on how to provide one using the Trademark Electronic 
Application System (TEAS), see the Disclaimer webpage. 
 
If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark. 
See In re Stereotaxis Inc., 429 F.3d 1039, 1041, 77 USPQ2d 1087, 1089 (Fed. Cir. 2005); TMEP 
§1213.01(b).
 
 
Please call or email the assigned trademark examining attorney with questions about this Office action. 
Although an examining attorney cannot provide legal advice, the examining attorney can provide 
additional explanation about the refusal(s) and/or requirement(s) in this Office action. See TMEP 
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§§705.02, 709.06. The USPTO does not accept emails as responses to Office actions; however, emails 
can be used for informal communications and are included in the application record. See 37 C.F.R. 
§§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05.
 
How to respond.  File a response form to this nonfinal Office action or file a request form for an 
extension of time to file a response.  

 

/Tricia Sonneborn/
Tricia Sonneborn
Examining Attorney 
LO110--LAW OFFICE 110
(571) 272-9225
Tricia.Sonneborn@uspto.gov

 

RESPONSE GUIDANCE

Missing the deadline for responding to this letter will cause the application to abandon.  A 
response or extension request must be received by the USPTO before 11:59 p.m. Eastern Time 
of the last day of the response deadline.  Trademark Electronic Application System (TEAS) 
system availability could affect an applicant’s ability to timely respond.  For help resolving 
technical issues with TEAS, email TEAS@uspto.gov.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 
abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•

https://teas.uspto.gov/office/roa/
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on December 13, 2023 for  

U.S. Trademark Application Serial No. 97819523

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS).  Your response, or extension request, must be received by the USPTO on or 
before 11:59 p.m. Eastern Time of the last day of the response deadline.  Otherwise, your 
application will be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to •
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have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

 


